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AmepdzDent dated February 2, 2005 

Responsive to 0£5ce Action mailed December 30. 2004 

REMARKS 

This amendment ifi responsive to the Office Action, xnailed December 30» 2004. 
Applicant has amended claims 1, 10 and 14. Claims 1-20 are still pending. 

Claim Rejection Under 35 V.S.C S 112 

In the Office Action, the Examiner rejected claims 1-10 under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for £ailing to particularly point out and distinctly claim the subject 
matter ^which applicant regards as the inv^tion. Specifically, the Examiner objected to the 
phrase ^^e housing and the host connector protruding fix>m the housing define memoxy card 
dimensions which substantially confomi to dimensions of a memory card standard.^ The 
Examiner stated that if there is a protruding connector, the housing is not in conformity in shape 
to a memory card standard. The Examiner did not consider this limitation in examining the 
claims. 

Applicant lias amended claim 1 to remove the limitation identified by tl^e Examiner as 
rendering claim 1 indefinite. Since tl^e Exam.iner did not cojosider this limitation in examining 
tlie claims, removal of this limitation sJiould not raise any issues and concerns, and should 
overcome tlie rejection under 35 U.S.C. § 112, second paragraph, to place this claim into 
condition for allowance. 

Applicant nevertheless wishes to comment briefly on the Examiner's remarks. In 
particular, Applicant notes that the height and width dimensions of the memory card may 
conform to dimensions of a memory card standard even if the "shape" or "form factor** of tiie 
menD ory card does not conform to that of the memory card standard. For example, as jJlustrated 
in FIG. 1 memory card 2 may define a height (H) and a width (W), which comply with 
dimensions of a memory card standard, even if host connector 4 protrudes in a xnanner that 
makes the "shape" or "form factor" of memory card 2 different fiom the shape conten^lated by 
the standard In any case. Applicant submits that the current amendment to claim 1 rend^ this 
point moot, and places this claim into condition for allowance. 

The Examiner also rejected claim 10 under 35 U.S.C. 1 12, second paragraph* noting that 
the phrase *the retractable sheath" lacks a proper antecedent basis. Applicant has amended claim 
10 to depend upon claim 9, which should overcome this rejectiozL 
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The Examiaer also rejected claim 14 under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter vAnQh 
Applicatrt regards as the invention. For ibis claim, the Examiner stated that independent claim 
1 1 recites a shea^, and that the dependent limitati on of claim 14, which recites a shieldless tab, 
is a contradiction insofar as the sheath could be construed as a shield for the tab. In order to 
address the Examiner*s concem with reject to claim 14, Applicant has amended claim 14 to 
recite a tab rather than a sbieldles? tab. Applicant submits tbal claim 14, as amended, complies 
with 35 U.S.C. 112, second paragraph. 

Reiectiop for Ob viousD ess-type Double Pateitingt 

The Examiner also rejected claims 1-4 and 7-8 under tlic judicially created doctrine of 
obvjousness-lype doiiible patenting as being unpatentable over claim 1 of co-pendiug Application 
Number 10/788,591. 

The Examiner also rejected claims 5 and 6 under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim I of co-pending Application 
Number 10/788,591 in view of Ballai (US 2004/0034861), 

The Examiner also rejected claims 9-13 and 15-20 under tlie judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of co-pending AppUcation 
Number 10/788,591 in view of Liu et al. (US 6,567,273). 

Applicant respectfully points out that Application Number 10/788,591 is the current 
application, and not a co-pending application as stated by the Examiner. However, from the 
Examiner's initial comments in the Office Action, it appears that the rg'ections summarized 
above were meant to be based on Application Number 10/788,600 rather than Application 
Number 10/788,591 . The Exannner also noted that similar double patenting rejectioDS mi^t be 
similarly made with respect to Application Numbers 10/644,484, 10/788,594 and 10/788,623. 
The Examiner suggested that Applicant submit a temiinal disclaimer for the current appUcati on 
witli respect to Application Numbers 10/788,600, 10/644,484, 10/788,594 and 10/788,623. 

Submitted herewith is a Terminal Disclaimer for this application with respect to U.S. 
Patent Application Numbers 10/788,600, 10/644,484, 10/788,594 and 10/788,623. TheTenninal 
Disclaimer submitted herewith should overcome all of the Examiner^ s rejections for 
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obviousaess-type double patenting. The Tenobal Disclaimer i$ being submitted for the purpose 
of expediting this case to immediate issuance. Applicant does not necessarily agree or acquiesce 
to any of the Examiner^s double patenting rejections, particularly those that relate to U.S. Patent 
Application Numbers 10/644.484, 1 0/788,394 and 10/788,623 thai ihe Exammer did not explain. 



All.claims in this application are in condition for allowance. Applicant respectfully 
requests reconsideration and prompt allowance of all pending claims. Please charge any 
additional fees or credit any overpayment to deposit account number 09-0069. The Examiner is 
invited to telephone the below-signed attorney to discuss this application. 



CONCLUSION 



Imation Legal Affairs 
P.O. Box 64898 
St Paul, Minnesota 55164-0898 
Telephone: (651)704-3604 
FacsunUe: (651)704-5951 




Reg. No.: 35,814 
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